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DETAILED ACTION 

1. This Office action is responsive to the following communication: Request for Continued 
Examination filed on 8 November 2006. 

2. Claims 1, 3-13, and 15-23 are pending and present for examination. Claims 1 and 13 are 
independent. 

Continued Examination Under 37 CFR 1.114 

3. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 8 November 2006 has been entered. 

Response to Amendment 

4. Claims 1, 3-13, 15-16, and 20-21 have been amended. 

5. Claims 2 and 14 have been cancelled. 

6. Claims 22 and 23 have been added. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 4-7 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claims 4-7 and 16 recite a method of determining whether an external data is " sufficiently 
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similar" and renders the claims indefinite since it would be unclear to one of ordinary skill in the art what 
threshold of similarity would equate to external data being "sufficiently similar." 

Claim Rejections - 35 (JSC §101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

10. Claims 1, 3-13, and 15-23 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 1 and 13 are directed to an electronic document information expansion apparatus and 
method for expanding information on an electronic document. Accordingly, both the apparatus and 
method claims may be considered to be software, per se, since both claims fail to be integrated into a 
computer hardware system for execution. Therefore, since the claims simply recite but simply recite 
sections and steps of implementation, said claims constitute non-statutory subject matter since they fail 
to fall within a statutory category. 

Additionally, Claims 1 and 13 recite the limitations wherein "an information addition section 
generating additional data to be added to said electronic document using the acquired external data if 
said relation is found." The aforementioned claim language provides for optional language wherein if 
said relation is not found, additional data to be added to the electronic document is not generated. 
Hence, the method would therein produce no "useful, concrete, and tangible result" in that the electronic 
document is not expanded. See State Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. MPEP 2106. 
"The claimed invention as a whole must accomplish a practical application. That is, it must produce a 
'useful, concrete and tangible result' " (emphasis added). 
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Claim Rejections - 35 USC §102 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

12. Claims 1, 3-6, 13, 15-16 and 20-23 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Isensee et al (U.S. Patent No. 6,016,494, hereinafter referred to as ISENSEE), filed on 21 November 
1997, and issued on 18 January 2000. 

13. As per independent claims 1 and 13, ISENSEE teaches: 

An electronic document information expansion apparatus (or method) for expanding 
information on an electronic document comprising: 

an input section inputting the electronic document {See isensee, C6:L59-6i, wherein this 
reads over "[p]age 110 has been loaded in a web browser provided according to the present 
invention for data processing system"}; 

an information analysis section analyzing and dividing said input electronic document 
into a plurality of information units {See ISENSEE, Figures 5A-D; and C7:LM4, wherein this 
reads over "both pages can be printed together in this nested fashion"}, and extracting from 
said input electronic document, for each said information unit, location 
information relating to data including in said information unit indicating a location 
of an information source external to the input electronic document {See isensee, 
C7:L1-14, wherein this reads over M [p]age 110 includes a link 114 to another page 116 in group 

112"}; 

an external data acquisition section acquiring external data for each said information 
unit from said information source that can be added to the electronic document 
based on the extracted location information {See isensee, C7:i_i-3i, wherein this reads 
over "the contents of page 116 are inserted at the location of link 114 within page 110 (nested within 
the document"}, and determining whether the external data acquired from said 
information source for each said information unit relates to said data included in 
said information unit; 

an information addition section generating additional data to be added to said 
electronic document using the acquired external data if said relation is found {See 
ISENSEE, C7:L57-62, wherein this reads over "[t]he limits of such a multi-level, expanded document 
might be set by establishing a maximum link depth (e.g. no pages more than 5 links away), or by 
using more sophisticated methods such as limiting incorporation of pages to those residing in the 
same domain, server, directory, etc."}; and 

a structured data generation section combining the data generated by said 
information addition section with said electronic document, and generating 
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structured data with the information on the electronic document expanded {See 
ISENSEE, 07:114-31, wherein this reads over ,% [t]he present invention allows multiple web pages to 
be combined and displayed together"}. 

14. As per dependent claim 3, ISENSEE teaches: 

The electronic document information expansion apparatus according to claim 1, wherein 
the functions of said external data acquisition section and said information addition 
section are recursively repeated for additional external data located from additional 
location information {See ISENSEE, 07:116-18, wherein this reads over u [t]he present invention 
allows multiple web pages to be combined and displayed together"; and C7:L47-49, wherein this reads 
over "a user might desire to quickly expand a page to integrate all directly linked pages (that are 
available)"}. 

15. As per dependent claim 4, ISENSEE teaches: 

The electronic document information expansion apparatus according to claim 1, wherein 
said external data acquisition section acquires said external data for each said 
information unit after determining whether said external data is sufficiently similar to 
said data included in said information unit {See ISENSEE, C7:L57-62, wherein this reads over 
"[t]he limits of such a multi-level, expanded document might be set by establishing a maximum link depth 
(e.g. no pages more than 5 links away), or by using more sophisticated methods such as limiting 
incorporation of pages to those residing in the same domain, server, directory, etc."}- 

16. As per dependent claim 5, ISENSEE teaches: 

The electronic document information expansion apparatus according to claim 4, wherein 
said sufficient similarity comprises determining whether a similarity between said 
external data for each said information unit and said data included in said 
information unit exceeds a certain threshold {See isensee, C7:L57-62, wherein this reads over 
"[t]he limits of such a multi-level, expanded document might be set by establishing a maximum link depth 
(e.g. no pages more than 5 links away), or by using more sophisticated methods such as limiting 
incorporation of pages to those residing in the same domain, server, directory, etc."}. 

17. As per dependent claim 6, ISENSEE teaches: 

The electronic document information expansion apparatus according to claim 4, wherein 
said sufficient similarity comprises determining whether a highest level of similarity 1 
exists between said external data for each said information unit and said data 
included in said information unit exceeds a certain threshold {See isensee, C7:L57-62, 
wherein this reads over "[t]he limits of such a multi-level, expanded document might be set by 
establishing a maximum link depth (e.g. no pages more than 5 links away), or by using more sophisticated 
methods such as limiting incorporation of pages to those residing in the same domain, server, directory, 

etc."}- 

18. As per dependent claim 15, ISENSEE teaches: 



1 The Examiner notes that disclosed invention of Isensee et al allows for "limiting incorporation of pages 
to those residing in the same domain, server, directory." By allowing for such a limitations, one of 
ordinary skill in the art could then reasonably interpret and correlate "a highest level of similarity" with 
limiting incorporation of pages to strictly one directory. That is, external data residing in the same 
domain, server, and directory would exceed the threshold, while other external data residing in the same 
domain and server, but a different directory, would fail to meet the threshold. 
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The electronic document information expansion method according to claim 13, 
. wherein in said external data acquisition step, the external data that can be reached by 
tracking the location information up to preset hierarchies is acquired from a location 
indicated by the location information on the data included in each of the information 
units {See ISENSEE, C7:L57-62, wherein this reads over "[t]he limits of such a multi-level, expanded 
document might be set by establishing a maximum link depth (e.g. no pages more than 5 links away), or by 
using more sophisticated methods such as limiting incorporation of pages to those residing in the same domain, 
server, directory, etc."}. 

19. As per dependent claim 16, ISENSEE teaches: 

The electronic document information expansion method according to claim 13, 
wherein in said external data acquisition step, the external data is acquired after 
determining whether the external data is similar to one of the electronic document as an 
information expansion target and a content of each of the information units {See isensee, 
C7: 157-62, wherein this reads over "[t]he limits of such a multi-level, expanded document might be set by 
establishing a maximum link depth (e.g. no pages more than 5 links away), or by using more sophisticated 
methods such as limiting incorporation of pages to those residing in the same domain, server, directory, etc."}. 

20. As per dependent claims 20 and 21, ISENSEE teaches: 

The electronic document information expansion apparatus (or method) wherein 
the extracted location information indicating a location of an information source external 
to the input electronic document is uniform resource locator (URL) information {See 
ISENSEE, C7:L1-14, wherein this reads over n [p]age 110 includes a link 114 to another page 116 in group 
112"}. 

21. As per dependent claim 22, ISENSEE teaches: 

The electronic document information expansion apparatus according to claim 1, 
wherein said information unit comprises said location information and document text {See 
ISENSEE, C7:L1-31, wherein this reads over "the contents of page 116 are inserted at the location of link 114 
within page 110 (nested within the document"}. 

22. As per dependent claim 23, ISENSEE teaches: 

The electronic document information expansion apparatus according to claim 22, 
wherein said electronic document comprises a format accessible on the World Wide Web 
{See ISENSEE, C7:L1-31, wherein this reads over "the contents of page 116 are inserted at the location of link 
114 within page no (nested within the document"}, and said location information comprises 
information pertaining to a location on the World Wide Web {See isensee, C7:L6-9, wherein 
this reads over "creates new page 118 by merging the hypertext markup language (HTML) from each page 110' 
and 116 to construct a single document"; and C7:L1-31, wherein this reads over "the contents of page 116 are 
inserted at the location of link 114 within page 110 (nested within the document"}. 



Claim Rejections - 35 USC §103 

23. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

24. Claims 5 and 6 are rejected under 35 U.S.C 103(a) as being unpatentable over ISENSEE, in 
view of Schilit et al (U.S. Patent No. 6,356,922, hereinafter referred to as SCHILIT), filed on June 19, 
1998, and issued on March 12, 2002. 

25. As per dependent claim 5, ISENSEE, in combination with SCHILIT, discloses an electronic 
document information expansion apparatus wherein said sufficient similarity comprises determining 
whether a similarity between said external data for each said information unit and said data included in 
said information unit exceeds a certain threshold {See SCHILIT, col. 5 f lines 56-59, wherein this reads 
over "related target portions 22 are identified using the query generated in step S160 by determining the 
best-matching target portion and which exceeds a predetermined threshold"}. 

The combination of inventions disclosed in ISENSEE and SCHILIT would disclose an invention 
which would acquire external data, or "related target portions," only when a similarity exceeds a certain 
threshold. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the above invention suggested by ISENSEE by combining it with the 
invention disclosed by SCHILIT. 

One of ordinary skill in the art would have been motivated to do this modification so that only 
acquired data, which has a similarity that exceeds a certain threshold, may be used in extracting data 
relevant to the content of the electronic document. 

26. As per dependent claim 6, ISENSEE, in combination with SCHILIT, discloses an electronic 
document information expansion apparatus wherein said sufficient similarity comprises determining 
whether a highest level of similarity exists between said external data for each said information unit and 
said data included in said information unit exceeds a certain threshold {See SCHILIT, col. 5, lines 56-59, 
wherein this reads over "related target portions 22 are identified using the query generated in step SI 60 
by determining the best-matching target portion and which exceeds a predetermined threshold'}. 
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The combination of inventions disclosed in ISENSEE and SCHILIT would disclose an invention 
which would acquire external data having the highest similarity, or "best-matching target portion," to the 
electronic document. Therefore, it would have been obvious to one of ordinary skill in the art at the time, 
the invention was made to modify the above invention suggested by ISENSEE by combining it with the 
invention disclosed by SCHILIT. 

One of ordinary skill in the art would have been motivated to do this modification so that only 
acquired data, which has the highest similarity, may be used in extracting data relevant to the content of 
the electronic document. 

27. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over ISENSEE, in view of 
Bence, Jr. et al. (U.S. Patent No. 6,484,178, hereinafter referred to as BENCE), filed on December 30, 
1999, and issued on November 19, 2002. 

ISENSEE teaches the limitations of claims 1, 3-6, 13, 15-16 AND 20-23 for the reasons stated 

above. 

ISENSEE differs from the claimed invention in that ISENSEE fails to disclose an apparatus which 
conducts a preprocessing for removing control characters other than a hyperlink, in determining whether 
the external data is similar to one of the electronic document (claim 7). 

28. As per dependent claim 7, ISENSEE, in combination with BENCE, would disclose an electronic 
document information expansion apparatus wherein the external data acquisition section conducts a 
preprocessing operation for removing predetermined control characters {See BENCE, col. 2, lines 11-16, 

• wherein this reads over "functions as removing extraneous control characters and correcting for non- 
standard formatting conventions^ in determining whether such sufficient similarity exists. 

"The Authoritative Dictionary of IEEE Standards Terms, 7 th Edition" defines a "control character" 
as "[a] character that initiates some kind of physical control action but is not printed on the output page." 
Therefore, the Office interprets "control character," as best understood, to encompass, but not limited to, 
html formatting tags (e.g. "<br>", "<b>", and "<table>"} and other tags, not printed on the output 
page, which may result in some other actions. The combination of inventions disclosed in ISENSEE and 
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BENCE would disclose an invention which would conduct preprocessing for removing control characters, 
such as html formatting tags, other than a hyperlink. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the above invention suggested by 
ISENSEE by combining it with the invention disclosed by BENCE. 

One of ordinary skill in the art would have been motivated to do this modification so that control 
characters may be removed prior to the external data acquisition section conducting a preprocessing for 
extracting keywords. 

29. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over ISENSEE, in view of 
Kanno (U.S. Patent No. 6,671,683, hereinafter referred to as KANNO), filed on June 28, 2001, and issued 
on December 30, 2003. 

ISENSEE teaches the limitations of claims 1, 3-6, 13, 15-16 AND 20-23 for the reasons stated 

above. 

ISENSEE differs from the claimed invention in that ISENSEE fails to disclose an apparatus 
wherein the external data acquisition section conducts a preprocessing for extracting a keyword (claim 
8). 

ISENSEE differs from the claimed invention in that ISENSEE fails to disclose an apparatus 
wherein an information addition section extracts a keyword from the external data acquired by said 
external data acquisition section (claim 9). 

30. As per dependent claim 8, ISENSEE, in combination with KANNO, would disclose an electronic 
document information expansion apparatus wherein an external data acquisition section conducts a 
preprocessing operation for extracting a keyword relating to said external data when determining 
whether such sufficient similarity existsfSee KANNO, col. 2, lines 31-53, wherein this reads over 
"calculation of similarity and relevancy is performed according to the following three procedures so as to 
obtain documents and keywords having higher similarities and relevancies, thereby realizing the similar 
document retrieval and the relevant keyword extraction "}. 
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The combination of inventions disclosed in ISENSEE and KANNO would disclose an invention 
which would conduct preprocessing for extracting a keyword, specifically the calculation of similarity and 
relevancy of the keywords in the documents obtained. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the above invention suggested by 
ISENSEE by combining it with the invention disclosed by KANNO. 

One of ordinary skill in the art would have been motivated to do this modification so that only 
similar and relevant keywords may be extracted. 

31. As per dependent claim 9, ISENSEE, in combination with KANNO, would disclose an electronic 
document information expansion apparatus wherein an information addition section extracts a keyword 
from the external data acquired by the external data acquisition section {See col. 2, lines 1-7, wherein 
this reads over "the LSI [latent semantic indexing] method mechanically extracts a keyword . . . and is 
now assumed that a total of M kinds of keywords are extracted"}. 

The combination of inventions disclosed in ISENSEE and KANNO would disclose an invention 
which would extract a keyword, through use of a "keyword extraction method which is not limited to a 
specific one but a known method" already in use, from the external data acquired by the external data 
acquisition section. Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the above invention suggested by ISENSEE by combining it with the 
invention disclosed by KANNO. 

One of ordinary skill in the art would have been motivated to do this modification so that only 
similar and relevant keywords may be extracted, and the later expansion of information contained on an 
electronic document. 

32. Claim 10 is rejected under 35 U.S.C 103(a) as being unpatentable over ISENSEE, in view of 
KANNO, and in further view of Nonomura et al (USPGPUB 2002/0143742, hereinafter referred to as 
NONOMURA), filed on March 30, 2001, and published on October 3, 2002. 

ISENSEE teaches the limitations of claims 1, 3-6, 13, 15-16 AND 20-23 for the reasons stated 

above. 



Application/Control Number: 10/603,665 Page 11 

Art Unit: 2161 

ISENSEE differs from the claimed invention in that ISENSEE fails to disclose an apparatus 
wherein the structured data generation section combines a keyword extracted from a content of each of 
the information units with the keyword extracted from the external data, and generates structured data 
(claim 10). 

33. As per dependent claim 10, ISENSEE, in combination with NONOMURA, discloses an 
electronic document information expansion apparatus, wherein the structured data generation section 
combines a keyword extracted from a said data of each of the information units with the keyword 
extracted from the external data, and generates said structured data therefrom {See, Fig. 12; Fig. 43, 
step S104-105;Fig. 56; Para. 0324, wherein this reads over "[t]he retrieval request processing device 3 
combines results obtained in step S102 to generate an XML document as a retrieval result"; and Para. 
0375-376, wherein this reads over "[the structured] document shown in Fig. 56 starts from having a 
component having tag name (component name) * paper' . . ."}. 

The combination of inventions disclosed in ISENSEE and NONOMURA would disclose an invention 
which would combine keywords from the information units and external data, in order to generate 
structured data. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the above invention suggested by ISENSEE by combining it with the 
invention disclosed by NONOMURA. 

One of ordinary skill in the art would have been motivated to do this modification so that a 
structured data, containing keyword tags, may be generated and output. 

34. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over ISENSEE, in view of 
KANNO and NONOMURA, and in further view of Al-Kazily et al (U.S. Patent No. 6,760,694, herein after 
referred to as AL-KAZILY) filed on March 21, 2001, and issued on July 6, 2004. 

ISENSEE teaches the limitations of claims 1, 3-6, 13, 15-16 AND 20-23 for the reasons stated 

above. 
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ISENSEE differs from the claimed invention in that ISENSEE fails to disclose an apparatus 
wherein the structured data generation section generates structured data while discriminating a keyword 
from an information unit from a keyword extracted from external data (claim 11). 

35. As per dependent claim 11, ISENSEE, in combination with NONOMURA and AL-KAZILY, 
discloses an electronic document information expansion apparatus according, wherein the structured data 
generation section generates structured data while discriminating said keyword, extracted from a said 
data of each of the information units from said keyword extracted from the external data {See AL- 
KAZIL Y, col. 8, lines 17-26, wherein this reads over "system and application software 222 . . . to parse a 
content source for keywords, identify and select certain keywords from the content, source based on the 
type of the content source, and associate the keywords with the content source. The database is then 
updated to include the identified keywords and references to the content sources that include the 
keywords'"}. 

The combination of inventions disclosed in ISENSEE, NONOMURA, and AL-KAZILY would disclose 
an invention which would generate structured data while discriminating keywords, as best understood by 
the Office within the context of the claims, by associating the keywords with the content source. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the above invention suggested by ISENSEE by combining it with the invention disclosed 
by NONOMURA and AL-KAZILY. 

One of ordinary skill in the art would have been motivated to do this modification so as to enable 
selecting a search target in searching the information unit. 

36. Claim 12 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over ISENSEE, in 
view of Maeda et al (U.S. Patent No. 6,973, 458, hereinafter referred to as MAEDA), filed on June 29, 
1999, and issued on December 6, 2005. 

ISENSEE teaches the limitations of claims 1, 3-6, 13, 15-16 AND 20-23 for the reasons stated 

above. 
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ISENSEE differs from the claimed invention in that ISENSEE fails to disclose an apparatus 
wherein the electronic document is an e-mail document (claims 12 and 17). 

37. As per dependent claims 12 and 17, ISENSEE, in combination with MAEDA, discloses an 
apparatus (also a method) wherein the electronic document is an e-mail document {See MAEDA, col. 11, 
lines 18-30, wherein this reads over Inputs the transmission requested e-mail into the document 
important item extraction device . . . [and] analyzes the structure of the e-mail which is a structured 
document"}. 

The combination of inventions disclosed in ISENSEE and MAEDA would disclose an invention 
wherein the electronic document is an email document. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the above invention suggested by 
ISENSEE by combining it with the invention disclosed by MAEDA. 

One of ordinary skill in the art would have been motivated to do this modification so that the 
contents of e-mails, which is a subcategory of electronic documents, may be analyzed and augmented 
accordingly. 

Response to Arguments 

38. Applicant's arguments with respect to claims 1, 3-13, and 15-23 have been considered but are 
moot in view of the new ground(s) of rejection which were necessitated by Amendment. 

Conclusion 

39. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Paul Kim whose telephone number is (571) 272-2737. The examiner can normally be 
reached on M-F, 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Apu 
Mofiz can be reached on (571) 272-4080. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 
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